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OFFICIAL OPINION NO. 

December 23, 1974

Honorable Larry A. Conrad
Secretary of State

Room 204 State House
Indianapolis, Indiana 46204

Dear Secretary of State Conrad:

This is in response to your request for an offcial opinion
as to whether an individual generic term or a tradename,
which is not distinguished by or part of a symbol or mark
and which is not a person s name may be registered as a
trade-mark under the provisions of the Indiana Trade-Mark
Act.

ANALYSIS

The Indiana Trade-Mark Act, IC 1971 , 24- 1 to 24-
provides for the registration with the Secretary of State of

trade-marks used to distinguish goods or services provided in
Indiana. You question whether a word or words alone, without
an accompanying symbol, can be registered under the act. The
term "trade-mark" in IC 1971 , 24- 2 is defined as follows:

(a) The term 'trade-mark' means any word , name
symbol or device or any combination thereof, adopted
and used by a person to identify goods or services made
sold or rendered by him and to distinguish them from
goods or services made, sold or rendered by others.

This definition permits the registration of a word or words
alone. It should be noted that IC 1971 , 24- 4 provides that

the application for a trade-mark which is submitted to the
Secretary of State should include:

. . 

. three (3) specimens or facsimilies of such
trade-mark and shall contain a brief description of
such trade-mark, as it appears on such specimens or
facsimilies. "

Although this requirement may suggest or at least anticipate
that a trade-mark will be something more than a word or
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words alone, applicable case law supports the proposition that
a word or words alone may be registered.

The definition of trade-mark in IC 1971 , 24- supra
based on definitions found in an abundance of old case law
stating the common law. For example, in 1880, the New York
Court of Appeals in Hier v. Abrahams (1880), 82 N.Y. 519
37 Am. Rep. 589 at 591 stated the following:

Trade-marks are of two kinds. They may consist
of pictures or symbols or a peculiar form and fashion
of label, or simply of a word or words, which, in
whatever form printed or represented, continue to be
the distinguishing mark of the manufacturer who has
appropriated it or them, and the name by which his
products are known and dealt.

There is no authority to exclude from registration a mark
consisting of a word alone just because it is not accompanied
by a symbol. The critical test, as reiterated in case law and
stated in S 24- , is whether the mark distinguishes the
services and products of its owner.

Although this analysis properly states the applicable law,
the practical effectiveness of the Indiana Trade-Mark Act
must be viewed in light of the federal Lanham Trade-Mark Act
of 1946, 15 U. C. SS 1051 et seq. Prior to this act, federal law
provided no remedy where the infringement of a trade mark
registered under it was within the limits of a State and did
not interfere with interstate commerce. United States PrinUng
& Lithograph Company v. Griggs, Cooper Company (1929),
279 U.S. 156. Furthermore, after Erie v. Tompkins (1938),
304 U.S. 64, the question of whether the federal trade-mark
law was substantive or merely procedural was never well-
settled. Dad' s Root Beer Co. v. Doc s Beverages (2d Cir. 1951)

193 F. 2d 77 at 80: National Fruit Product Co. v. Dwinell-

Wright Co. (D. Mass. 1942), 47 F. Supp. 499 at 501. The
Lanham Act, however, clearly created uniform substantive
rights throughout the United States, thereby diminishing the
importance of state trade-mark laws and the common-law, to
which federal courts would look only for guidance. S. 

Johnson v. Johnson (2d Cir. 1949), 175 F. 2d 176 at 178. In
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fact, 4 Callman The Law of Unfair Competition, Trademarks
and Monopolies (3rd ed. 97.4 states at 619 the following:

Apart from some minor evidentiary advantages,

the value of state registration is, as a rule, confined

to the possibility of criminal prosecution where penal-
ties or fines are provided.

(The Indiana Act contains no criminal provisions.

State registration is nonsubstantive; it simply affrms the
common law. And, unlike federal registration, it does not war-
rant a presumption of ownership or validity.

CONCLUSION

It is, therefore, my Offcial Opinion that an individual term
which is not distinguished by a part of a symbol or mark may
nevertheless be registered as a trade-mark under the pro-

visions of the Indiana Trade-Mark Act, so long as it dis,.

tinguishes the goods or services to which it attaches from
the goods or services of others within the State. However, any
person registering a trade-mark under the State Act should

realize its severe limitations as distinguished from the Fed-

eral Law.


